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TRANSMITTAL OF APPEAL BRIEF 
(PATENT APPLICATION-37 CFR 1.192) 



Sir: 



1 . Transmitted herewith is the APPEAL BRIEF in this application with respect to the 
Notice of Appeal filed on November 23, 2005 

2. STATUS OF APPLICANT 

This application is on behalf of 

_X_ other than a small entity 

small entity 

verified statement: attached already filed 
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RECEIVED 
CENTRAL FAX CENTER 

S/N 09/990,840 JAM 2 3 2006 PATENT 

Atty. Docket No. RAL920001 12US2 

3. FEE FOR FILING APPEAL BRIEF 

Pursuant to 37 CFR 1 .17(f) the fee for filing the Appeal Brief is: 

Small entity $260.00 

_X_ Other than a small entity $500.00 

Appeal Brief fee due: $ 500.00 



4. EXTENSION OF TERM 



The proceedings herein are for a patent application and the provisions of 37 
CFR 1.136 apply. 

(a) Application petitions for an extension of time under 37 CFR 1 . 1 36 (fees: 37 

CFR 1 .17(a)-(d)) for the total number of months checked below: 



Extension (months^ 

one month 

two months 

.._ three months 
four months 



Fee for other than a small entity 
$ 110.00 
$ 450.00 
$1,020.00 
$1,590.00 



X_ (b) Applicant believes that no extension of term is required. However, this 

conditional petition is being made to provide for the possibility that applicant has 
inadvertently overlooked the need for a petition and fee for extension of time. 



5. TOTAL FEE DUE 

The total fee due is: 

Appeal brief fee „ $ 500.00 

Extension fee (if any) 

TOTAL FEE DUE $500.00 

6. FEE PAYMENT 

Attached is a check in the sum of $ 

_X_ Charge Account No. 09-1 990 the sum of $500.00 



7. FEE DEFICIENCY 



If any additional extension and/or fee is required, this is a request therefor and to 
charge Account No. 09-1990. 



^>^Bv: Joscelvn G Cnnkhurn 



By: Joscelvn G. Cockbum, 

Attorney of Record Reg. No.: 27,069 
Tel: 919-543-9036 /Fax: 919-254-2649 Customer Number 25299 



PAGE 3/34 ' RCVD AT 1/23/2006 3:14:55 PM [Eastern Standard Time] 1 SVR:USPTO-EFXRF-6i24 * DNIS:27$300 ' CSID : 9 1 92542649 ' DURATION (mm-ss):10-16 



JAN 23 '06 15:20 FR PSG IPLRU DEPT 



9192542649 TO 915712738300 

RECEIVED 
CENTRAL FAX CENTER 



P. 04 



JAN 2 3 2006 



RAL920000112US2 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



APPEAL NO: 



In Re Application of: 

Peter I. A. Barri, et al 



Dated: January 23, 2006 



Serial No.: 



09/990,840 



Group Art Unit: 2187 



Filed: 



11/21/2001 



Examiner: Peugh, Brian R. 



For: SYSTEM AND METHOD OF MAINTAINING HIGH BANDWIDTH 

REQUIREMENT OF A DATA PIPE FROM LOW BANDWIDTH MEMORIES 



Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 



This is an Appeal from the Final rejection of Claims 1-4, 24-27, 33 and 34. A claim 
appendix containing each of the rejected claims is attached. An Evidence appendix containing 
copies of evidence submitted pursuant to 37 CFR 1.132 and copies of prior art cited by the 
Examiner is attached. 

I. REAL PARTY IN INTEREST 

The real parties in interest are Assignees Alcatel and International Business Machines 
Corporation (IBM). 



APPELLANT'S BRIEF ON APPEAL 



Sir: 
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IL RELATED APPEALS AND INTERFERENCES 

Appellants or Appellants' legal representative or assignees have no personal knowledge 
of other appeals or interferences which will directly affect or be directly affected by or have a 
bearing on the Board's decision in the pending appeal. 

IH. STATUS OF CLAIMS 

Claims 1 -4 7 24-27, 33, and 34 are on appeal. This application, as originally filed, 
included Claims 1-28. By Examiner's restriction, Claims 10-22 were deemed drawn to distinct 
invention and are withdrawn. 

Claims 29-34 were added by amendment. The Examiner unilaterally withdrew Claims 
29-32. Claims 35-36, added by amendment, are objected to. 

Claims 5-9 and 28 are allowed and not part of this appeal. 

IV. STATUS OF AMENDMENTS 

Subsequent to the Final Rejection, an amendment canceling Claim 36 is filed 
concurrently with this appeal brief 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

The present invention provides a system (memory) and method that allow relatively slow 
but dense (stores large amounts of data) storage components, such as DDR DRAM, supply data 
to high speed channel termed "FAT Pipe", Fig, 1 , 22 and pg, 1 0, lines 3-5. DDR DRAMs are 
relatively low cost and have the capacity to store large amounts of data. But they are slow and 
prior to this invention could not be used in this environment. 

Claim 1 recites N different memories... (page 10, lines 5-7 ? page 9, lines 9-11, page 14, 
lines 14-17, and Figs. 2 and 3, elements labeled Slice O-N); M different busses (page 14, lines 
15-16, pages 19-20, lines 18-21 and lines 1-2, Fig, 4, O'-N^.-.each having bandwidth to transport 
data at a predetermined rate (page 23, line 15 9 Fig. 6, 7.75, 15.5, etc. and page 15, lines 1-5, Fig. 
5, 7.75 Gbps); a plurality of different memory controllers (page 9, lines 10 and 15, Fig. 2, 
DRAM Ctrl 0 - DRAM Ctrl N). . .each one of the plurality of memory controllers setting 
associated different memory in at least a first mode (page 3, lines 1-6); a single arbiter (Page 12, 
lines 17-20, page 13 3 lines 2-14, Figs. 2 and 3, 24 and 36) responsive to at least one signal 

2 
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requesting access (page 19, lines 18-20, Fig. 2, W Request and R Request) to the N different 
memories wherein said single arbiter generate an Access Vector (Fig. 3, 24 and 36) that causes 
information to be read simultaneously (page 1 5, lines 1-18) from multiple ones of the N different 
memories. . .wherein total bandwidth on selected ones of the M busses. . . ,is greater than 
bandwidth on a single bus. . „ (Page 3, lines 7-15). 

Dependent Claim 3 calls for, , .the N different memories includes DDR DRAM (page 14, 
line 15, Fig. 2, Slice 0 - Slice N). 

Dependent Claim 4 recites. . .DDR DRAM partitioned into at least four banks and at least 
one buffer is spread across the at least four banks (page 20, lines 5-10, Fig. 4, O f -N', Fig. 5, 
shaded area in Slice 0-Slice N, labeled buffer spread over 4 banks). 

Independent Claim 24 recites: a method comprising providing a plurality of separate 
memory elements in which frames from a communication device are to be stored or retrieved 
(page 9, lines 10-20, page 13, lines 15-17, Fig. 2, Slice 0 - Slice N, 26, and 30); partitioning the 
frame with a controller into at least two parts (page 1 1 , lines 15-18, Fig. 2, receive controller 26, 
page 2 1 , lines 8-14); storing at least one of the at least two parts into different ones of the 
plurality of separate memory elements (page 21, lines 8-14); providing a single arbiter 
responsive to a request signal to cause the different ones of the plurality of separate memory 
elements to be read simultaneously wherein each one of the adjoining parts is available 
simultaneously on respective busses associated with each of said ones of the plurality of separate 
memory elements. 

Simultaneous reading of memory is described at page 23, lines 2-15 and shown 
graphically in Fig, 6 by numbers 2 and 3. Numerals 40-50 represent memory cycles. During 
memory cycle 42, slice 4 and 3 are read simultaneously, yielding buffers 2 and 3. Likewise, 
during access window 46, slice 0 and slice 3 are read simultaneously yielding buffers 5 and 6 
(page 23, line 9). The single arbiter 24 (Figs. 2 and 3) responding to Read Request from transmit 
controller 30 (page 13, line 17) access multiple slices of memory simultaneously (page 1 5„ lines 
3-5). 

Independent Claim 25, a method, recites: providing a plurality of separate memories in 
which data is stored; (Figs. 2 and 3, Slice O - Slice N, page 10, lines 5-7), Receive Control 26 
(Fig. 3) receives data and writes the data into separate memories labeled Slice 0 - Slice 5, page 
13, lines 15-17 Slice 0 - Slice N are memories in which data is stored) providing a single arbiter 

3 
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to grant access to the plurality of separate memories; (Memory arbiter 24 (Figs. 2 and 3) 
provides access to memory store Slice 0 through Slice N> page 1 2, lines 17 and 18) receiving in 
the single arbiter a request to read data from selected ones of said plurality of separate memories; 
The transmit controller 30 (Figs* 2 and 3) issues Read Request to the single arbiter 24 to read 
data from selected memories, page 15, line 12. The single arbiter 24 controls access to memory, 
page 15, lines 8-9) simultaneously reading said selected ones of said plurality of separate 
memories to provide data simultaneously on individual busses coupled to the selected ones of 
said plurality of separate memories. (As stated at page 15, lines 12-13, multiple slices (of 
memory) can be read at the same time simultaneously, Figs. 6 > 2 and 3, pages 7-8. 

Dependent Claim 26 recites. . -bandwidth of data on each one of the individual busses is 
less than the total bandwidth of all activated busses. (Page 3, lines 10-15, page 23, lines 1 1-15, 
Fig. 6). 

Independent Claim 27 recites a method of writing parts of a frame over multiple memory 
modules and reading sufficient data from multiple memories to satisfy the requirement of a FAT 
pipe. (Page 3, lines 1-15 and page 10, lines 3-8). Claims 27 calls for: providing a plurality of 
separate memory modules in which frames are being stored; (Figs. 2 and 3 show plurality of 
memory modules labeled Slice 0 (DDR DRAM) through Slice N (DDR DRAM), page 9, lines 9- 
10) partitioning a frame into multiple parts; (Receiver Controller 26 (Figs. 2 and 3) receive 
frame, request free buffer addresses in the DDR DRAM and writes frame in the different 
memory address in separate DDR DRAM, Page 11, lines 15-18. Writing the frame in different 
memory addresses indicates partitioning, page 11, lines 15-18, page 15, lines 14-18, and page 18, 
lines 8-1 8) writing adjacent parts of the frame so partitioned in different ones of the plurality of 
separate memory modules; (adjacent parts of same frame are written in different memory slices, 
page 15 3 lines 14-18) simultaneously accessing, with a single arbiter, multiple ones of the 
plurality of separate memory modules in a single memory access window to read data therefrom 
wherein the total bandwidth of data output from the multiple memory modules matches the 
bandwidth of a FAT pipe port associated with a communication device, (The memory arbiter 24 
(Figs. 2 and 3) control access to memory slices, page 1 5, lines 8-9. A read request to arbiter 24 
from transmit controller 30 (Figs. 2 and 3) can be executed at the same time simultaneously, 
page 15, lines 12-13, Fig. 6 shows graphical representation of frame being read from memory 
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with buffers 2 and 3 being read simultaneously during access window 42 from slice 3 and slice 4, 
page 22, lines 18-19 and page 23, lines 7-10. 

Independent Claim 33 recites a system comprising: N different memory elements, N > 1, 
wherein at least two of said N different memory elements are each partitioned into multiple 
sectors and each of the at least two of said N different memory elements so partitioned is 
partitioned into at least one buffer spread across multiple sectors; (Fig. 5 shows N memory 
elements 4 DDR DRAMs labeled slice 0 - slice N with each DDR DRAMs partitioned into 
sectors labeled A-D and each sector has buffer (shaded area) spread over multiple sectors) a 
plurality of memory controllers with each one of said plurality of memory controllers operatively 
coupled to each one of the N different memory elements; (Fig. 2 shows DRAM controller (cntrl) 
labeled 0-N connected by individual bus to N different memory elements labeled Slice 0 (DDR 
DRAM) to Slice N (DDR DRAM), page 9, line 15) a single arbiter operatively coupled to the 
plurality of memory controllers, said single arbiter being response to a write request signal to 
generate a write control signal that causes data to be written in one of the at least one buffer 
associated with one of the at least two of said N different memory elements. (Fig. 2 shows 
memory arbiter 24 couple to plurality of DRAM cntrl labeled 0-M and write (W) request 
extending from Receive Controller 26. In response to the W request the arbiter 24 issue access 
vector 36 (Fig, 3) that causes data to be written in memory , page 1 0, lines 3-1 0, page 1 1 , lines 
15-18, and page 13, lines 2-5. 

Dependent Claim 34, relating to interleaving in which data is written into one memory 
and read from another, recites the single arbiter response to read request signal generate a read 
control signal that causes data to be read from another of the at least one buffer associated with 
another of the at least two of said N different memory element. 

As stated relative to Claim 33 above, Figs. 2 and 3 show single arbiter 24 accepting W 
request from Receiver Controller 26, R request from transmit controller 30 and generate access 
vector 36 to R/W data from/into memory, as the case may be, page 13, lines 2-4 and page 15, 
lines 12-13. Fig- 6 demonstrates interleaving in which the buffer labeled 1 is being read from 
Slice 1 and the buffer labeled A is written in Slice 2, page 23, lines 5-6, and page 23, lines 16-17. 
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VI. GROUPING OF REJECTION TO BE REVIEWED ON APPEAL 

A. Whether the Declaration Under 37 CFR 1 . 1 32 filed by co-inventors of the 
appealed claims is sufficient to establish inventorship and remove U.S* Patent 6,460,120 Bl 
(Bass et al.) as reference. 

B. Whether Claims 1-4, 25, 26, 33, and 34 are anticipated under 35 USC 102(e) by 
U.S. Patent 6,460,120 Bl (Bass et ah)* 

C. Whether Claim 24 is patentable, under 35 USC 1 03(a), over U.S. Patent 
6,560,227 (Bartoldus et aL) in view of U.S. Patent 6,460,120 (Bass et al.) 

D. Whether claim 27 is patentable, under 35 USC 103(a), over U.S Patent 6,560,227 
(Bartoldus ct aL) in view of U. S. Patent 6,460,120 (Bass et aL) and Applicants' Admitted Prior 
Art. 

VIL ARGUMENTS 

Arguments traversing each of the rejections set forth in VI will be identified with like 
alphabetical characters. 

A. Declarations submitted pursuant to 37 CFR 1,132 are sufficient to establish 
inventorship and remove U.S. Patent 6 ? 460>120 Bl as reference. 

Claims 1-4, 24-26, 33 and 34 (claims on appeal) are rejected based upon U.S. Patent 
6,460,120 Bl (Bass et al.). 

In the Final Office Action mailed 06/16/2004 (Paper #1 1), the Examiner in part states 
that rejection based upon U.S. Patent 6,460,120 (applied reference) might be overcome by a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not the invention by another. 

Because the rejection was final, Appellants filed a RCE and introduced into evidence the 
Declaration Under 37 CFR 1.132. A copy of the Declaration is provided in Evidence Appendix. 
The Examiner is of the opinion that the Declaration is insufficient and support his position by 
argument set forth on pages 13-15 of the Office Action mailed 12/08/2004. 
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A(l). APPELLANTS' CONTENTION 

It is appellants* contention the Declaration meets requirements set forth by the court and 
the Patent Office. As a consequence, it is sufficient and the reference U.S, Patent 6,460,120 Bl 
(Bass et al.) should be withdrawn. 

MPEP 716,10 (Rev. 1. Feb. 2003, pg. 700-250) states: "An uncontradicted 'unequivocal 
statement' from the applicant regarding the subject matter disclosed in an article, patent or 
published application will be accepted as establishing inventorship. fr In re DeBaun, 687 F.2d 
459, 214 USPQ 933, 936 (CCPA 1982), A copy of pg. 700-250 MPEP is included in the 
Evidence Appendix. 

Declarations were submitted by each of the co-inventors of the present invention. The 
contents of the Declarations are identical. Appellants assert paragraphs 2 and 3 of the 
Declaration unequi vocally states appellants are the inventors of subject matter disclosed but not 
claim in U.S Patent 6,460,120 Bl (Bass), There is no evidence in the record to contradict this 
unequivocal assertion of inventorship, Therefore, the Declaration falls clearly within the above 
guideline promulgated by the Patent Office and the Court. As a consequence, the Declaration of 
Appellant should be sufficient, without further showing, to remove this patent as reference 
against the invention as claimed. 

It seems the argument of the Examiner requiring further proof or showing to establish 
inventorship has gone far beyond and appears incongruous with the guidelines promulgated by 
the Patent Office and Courts. As a consequence, Appellants' move the Board to find the 
Declaration sufficient and reverse the Examiner. In case such a finding is made, the appeal 
claims are allowable and the remaining parts of this brief are irrelevant, 

B. Claims 1-4, 25, 26, 33, and 34 Not Anticipated by U.S. Patent 6,460,120 (Bass 
et al.) 

Claims 1-4, 25, 26, 33, and 34 are rejected under 35 USC 102(e) as being anticipated by 
U.S. Patent 6,460,120 (Bass et al.). For reasons set forth herein, Appellants contend the claims 
are not anticipated. 
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B(l). Law As Applied to Rejection Under 35 USC 102 (Anticipation) 

A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference. Verdegaal Bros. V. 
Union Oil Co. of California, 814 R2d 628, 631, 2USPQ2d 1051, 1053 (Fed. Cir. 1987). The 
identical invention must be shown in as complete detail as is contained in. ..the claim. 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). 

B(2). Rejection of Claims 1-2 

Appellants contend Claims 1-2 are patentably distinguishable from U.S. patent 6*460,120 
B 1 (Bass et aL). Claim 1 calls for a single arbiter responsive to. . .signal requesting access to the 
N different memories wherein said single arbiter generates an access vector that causes the 
functions recited in Claim 1. 

Neither the teaching of a single arbiter nor the function it provides according to Claim 1 , 
is found in U.S. Patent 6,460,120 Bl. Instead, the subject patent (hereinafter Bass et aL) teaches 
a memory subsystem having multiple memory chips with each one being connected to a different 
arbiter. Fig. 13, Col. 24, lines 41-44. 

It is Appellants' contention the structure set forth in Bass et al. fails to teach the single 
arbiter performing functions as claimed in Claim 1 . Therefore, under the law of anticipation, set 
forth above, Claim 1 is not anticipated by Bass et al. 

Claim 2 depends on Claim 1 and is patentable over Bass et al. due to its dependency 
incorporating the limitation from Claim 1. 

The argument of the Examiner set forth on page 4 of the Final Office Action mailed 
8/24/2005 appears to be in error. Because the structure of the memory and its description as 
disclosed in Bass et aL could not be reasonably construed to teach a single arbiter having access 
to multiple memories. . ..causing simultaneously reading of multiple ones. . .wherein total 
bandwidth exceeds bandwidth on single bus. 

In fact, the Examiner admits in the argument on page 4 of the Final Office Action that 
Bass et al. does not specifically recite bandwidth in terms of the busses and memories. The 
Examiner seems to rely on inherency to meet this feature of the claim. But Appellants assert 
inherency is not applicable and the admission should be construed as evidence of novelty over 
Bass et al. 

8 
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B(3). Rejection of Claim 3 

Claim 3 is patentable due to dependency on Claim 1 „ 

In addition, it is separately patentable in that it calls for DDR DRAMs control by a single 
arbiter whereas Bass et al. teaches a different structure (DDR DRAMs, each control by separate 
arbiter). 

B(4). Rejection of Claim 4 

Claim 4 is patentable over Bass et al. due to dependency on Claim L The argument set 
forth above is equally applicable and incorporated herein by reference. 

In addition, Claim 4 is separately patentable. Claim 4 calls for " . . .each of the DDR 
DRAM i$ partitioned into at least four banks and at least one buffer is spread across the at least 
four banks." Appellants contend Bass et al does not teach or suggest. . .at least one buffer spread 
across the at least four banks. As a consequence, Claim 4 is not anticipated by Bass et al. 

In support of the rejection of Claim 4, the argument at page 5 of the Final Office Action 
mailed 8/24/2005 states: "Regarding Claim 4, Bass et al teaches partitioning the memory into at 
least four banks with a buffer spread across the four banks 11 . (Col. 9, lines 55-60), 

Appellants have reviewed Bass et al. including CoL 9, lines 5 1 -60, and did not find any 
teachings or suggestion of spreading a buffer over four banks of the same DDR DRAM as set 
forth in Claim 4. The teachings at CoL 9, lines 5 1 -60 (Bass et al.) seem to cover placing frame in 
one or two buffers formed from DDR DRAM, but no teaching of spreading a buffer across four 
banks of the same DDR DRAM. The conclusion of the Examiner that this feature of Claim 4 is 
disclosed or suggested in Bass et al, appears to be in error. 

B(5)» Rejection of Claim 25 

Claim 25 recites the following elements, not found in Bass et al.: 

(a) Providing a single arbiter to grant access to the plurality of separate memories; 

(b) Receiving in the single arbiter a request to read data from selected ones of said 
plurality of separate memories; and 
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(c) Simultaneously reading said selected ones of said plurality of separate memories 
to provide data simultaneously on individual busses coupled to the selected ones 
of said plurality of separate memories. 

None of the above features were found or suggested in Bass et al As a consequence. Claim 25 is 

not anticipated. 

The arguments of the Examiner on page 5 of the Final Office Action (mailed 8/24/2005) 
which seem to suggest Bass et al. teaches providing a single arbiter to do what is recited in Claim 
25 and simultaneously reading memories appears to be in error. For example, Bass et al., Col. 
24, line 55, states: "Each Memory Arbiter contains.. This teaching clearly suggests multi- 
memory arbiter and not a single one as this claim recites. 

B(6). Rejection of Claim 26 

Claim 26 depends on Claim 25 and is patentable by reason of dependency. The 
arguments for patentability set forth in B(5) is equally applicable and is incorporated herein by 
reference. In addition, Claim 26 is separately patentable. Claim 26 recites: f \ . .the bandwidth of 
data on each of the individual busses is less than total bandwidth of all activated bus." 

It is Appellants' contention no such teaching is found in Bass et al. Therefore, Claim 26 
is not anticipated. 

As to Claim 26, the Examiner seems to admit it is not found in Bass et al. in the Final 
Office Action mailed 8/24/2005 (page 5, last paragraph). At page 6, tine 1-3 (same Final Office 
Action), the Examiner states: "Since Bass et al. also teaches that multiple memories may be read 
from simultaneously, the multiple pieces of data will be read over the multiple busses at the same 
time/' 

Appellants contend the Examiner's position that Bass et al. teaches multiple memories 
may be read simultaneously appear to be in error. No such teachings could be found in Bass et 
al. Therefore, the admission by the Examiner should indicate non-anticipation of Claim 26 by 
Bass et al. 
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B(7). Rejection of Claim 33 

Claim 33 calls for (a) at least two memories partitioned in multiple sectors and buffer 
spread across the multiple sectors of each memory and (b) single arbiter. . .being responsive to 
write request to generate write control signal causing data to be written in one of the buffers." 

It is argued in B(4) and B(2) above and incorporated herein by reference neither the 
spreading of buffer across multiple sector of a multi-sectored memory element nor a single 
arbiter performing write function in the buffer is disclosed or suggested in Bass et aL Therefore, 
Claim 33 is not anticipated by Bass et aL 

B(8), Rejection of Claim 34 

Claim 34 depends on Claim 33 and is not anticipated by Bass et aL for reasons set forth 
in B(7) and incorporated herein by reference. 

Claim 34 i$ separately patentable. Claim 34 calls for the single arbiter responding to read 
request to generate a read control signal which causes data to be read from another of the two 
buffers located in another one of the N memory. In essence, Claim 34 requires a single arbiter 
causing spread buffer to be written in one memory and spread buffer to be read from another 
memory. No such feature is present in Bass et al. In Bass et aL, each memory has a dedicated 
arbiter which cannot access a memory other than the one which it controls. In addition, Bass et 
al. does not teach or suggest buffer spread across multiple sector of the same memory element 
As a consequence, Claim 34 is not anticipated by Bass et al. 

C. Claims 24 and 27 are Not Obvious 

C(l). Rejection of Claim 24 

Claim 24 is rejected under 35 USC 103(a) as being obvious over U.S. Patent 6,450,227 
(Bartoldus et al.) in view of Bass et al. It seems the Examiner relied on Bartoldus et aL for 
teaching the first three elements of Appellants' Claim 24 and on Bass et al for teaching the last 
element. 
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C(2). The Law As Applied To Rejection Under 35 USC 103(a) 

(Obviousness) 

In order to sustain a rejection of a claim under 35 USC 103(a), a prima facie case of 
obviousness has to be established. To do so, the prior art references when combined must teach 
or suggest all the limitations in the rejected claim. MPEP 2142. 

C(3). Bass et al. Does Not Teach Or Suggest Limitations In Claim 24 

Claim 24 calls for a single arbiter, in response to a request causes different ones of the 
plurality of memory elements to be read simultaneously so that each one of the adjoining parts of 
the frame is available simultaneously over separate buss associated with each of the different 
ones of the plurality of memory elements. 

As argued above and incorporated herein by reference, this feature of Appellants* claim 
is not found in Bass et al. 

Bass et al. teaches multiple arbiter with each one associated with a single memory 
element. Fig. 1 3, CoL 24, lines 36-67. Bass et al. does not teach the simultaneous reading of 
separate memory element, or simultaneous availability of data on separate bus or a single arbiter 
enabling these functions. As a consequence even after the Examiner's combination, the resulting 
reference would not teach these features of Claim 24. Therefore, a prima facie case of 
obviousness has not been established and Claim 24 is not obvious in view of the references. 

In discussing Bass et al. reference relative to the rejection of Claim 24, the Examiner at 
page 9 of the Final Office Action, mailed 08/24/2005 states: "Bass et al. further teaches that the 
memories are logically divided into sub-memories and that these submemories can be logically 
accessed simultaneously." 

Appellants would like to point out that this quote relates to a single memory such as a 
DDRAM partitioned into four (4) banks. (Bass et al., Col, 25, lines 16-18.) This teaching has no 
relevancy to the "simultaneous" limitation of Claim 24 set forth above. In Claim 24, the 
simultaneous reading occurs on different ones of the plurality of separate memory storing 
different parts of the same frame and not on different banks in the same memory elements. As a 
consequence, the simultaneous limitation in Claim 24 is not suggested in Bass et al. 
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C(4). Novel Structure and Benefits Indicia of Unobviousness 
As argued above and incorporated by reference, the structure of Claim 24 is novel. In 
particular, neither of the references Bartoldus et al. or Bass et al. teaches a single arbiter 
performing the functions recited in Claim 24. As a consequence, the structure of the claim is 
novel. The benefit provided by the claimed invention is a low cost high density memory system. 
Appellants' specification, page 2, lines 17-19; page 4, lines 4-7 and page 24, lines 4-7. 

It is Appellants' contention the novel structure and benefits are indicia of unobviousness. 
Therefore, Claim 24 is patentable and not obvious in view of the references. 

C(5). Rejection of Claim 27 

Claim 27 is rejected under 35 USC 103(a) as being obvious over Bartoldus et al* (U,S. 
Patent 6,560,227) in view of Bass et al. (U.S. Patent 6,460,120) and Applicants' Admitted Prior 
Art (AAPA), 

C(6). Limitation of Claim 27 Not Found in Reference 

As to this rejection, Appellants contend a prima facie case of obviousness has not been 
established as is required to sustain this rejection (See C2 above). 

In particular, the references when combined do not teach "simultaneously accessing,, with 
a single arbiter, multiple ones of a plurality of separate memory modules in a single memory 
access window to read data therefrom wherein total bandwidth of data from the multiple memory 
modules matches the bandwidth of the FAT pipe.' 1 

Because the references do not teach this step of the claimed method, a prima facie case of 
obviousness has not been established. Therefore* Claim 27 is not obvious in view of cited 
references. 

In addition, the method is novel and includes benefits set forth in C4 above and 
incorporated herein by reference. It has been held novel process and benefits are indicia of 
unobviousness. As a consequence, Claim 27 is patentable and not obvious in view of the 
references. 
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CONCLUSION 

Based upon the above arguments, Bass et al. reference should be withdrawn. If it is the 
rejections under 35 USC 1 02(e) (anticipation) and 35 USC 103(a) (obviousness) must fall. 

In the event Bass et al. is deemed applicable, Claims 1-4, 24-27, 33, and 34 (appealed 
claims) define patentable subject matter and are not anticipated or obvious by the cited art. As a 
consequence, the final rejection of these claims should be reversed. 

Note: For convenience of detachment without disturbing the integrity of the remainder of 
pages of this Appeal Brief, Appellants' "APPENDIX" section is provided on separate sheets 
following the signatory portion of this Appeal Brief. 



Respectfully Submitted, 




■JDscelyn G. (&ckburn 7 Reg, No. 27,069 
Attorney for Applicants 
IBM Corporation 
IP Law Dept YXS A/B002 
P.O. Box 12195 

Research Triangle Park, NC 27709 
Customer Number 25299 



Phone: 919-543^9036 
FAX: 919-254-2649 
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CLAIMS APPENDIX 

1 . A system comprising: 

N different memories wherein N> 1 ; 

M different busses with each one of the M different busses having a bandwidth to 
transport data at a predetermined rate, operatively coupled to each one of the N memories 
wherein M is greater than 1 ; 

a plurality of different memory controllers with each one of the plurality of different 
memory controllers operatively coupled to one of the N memories, wherein said each one of the 
plurality of memory controllers setting an associated different memory in at least a first mode; 
and 

a single arbiter responsive to at least one signal requesting access to the N different 
memories wherein said single arbiter generates an Access vector that causes information to be 
read simultaneously from multiple ones of the N different memories set in the at least a first 
mode wherein total bandwidth on selected ones of the M different busses of the N different 
memories is greater than the bandwidth on a single bus of the M different busses of the N 
different memories. 

2. The system of Claim 1 wherein the at least first mode includes a Read mode. 

3. The system of claims 1 or 2 wherein each of the N different memories includes DDR 
DRAM. 

4. The system of claim 3 wherein each of the DDR DRAM is partitioned into at least four 
banks and at least one buffer is spread across the at least four banks. 

24. A method comprising: 

providing a plurality of separate memory elements in which frames from 
communication device are to be stored or retrieved; 

partitioning at least one of the frames with a controller into at least two parts; 
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storing each one of the at least two parts into different ones of the plurality of 
separate memory elements; and 

providing a single arbiter responsive to a request signal to cause the different ones 
of the plurality of separate memory elements to be read simultaneously wherein each one 
of the adjoining parts is available simultaneously on respective busses associated with 
each' of said ones of the plurality of separate memory elements. 

25. A method including: 

providing a plurality of separate memories in which data is stored; 

providing a single arbiter to grant access to the plurality of separate memories; 

receiving in the single arbiter a request to read data from selected ones of said 
pl urality of separate memories; and 

simultaneously reading said selected ones of said plurality of separate memories 
to provide data simultaneously on individual busses coupled to the selected ones of said 
plurality of separate memories. 

26. The method of claim 25 wherein the bandwidth of data on each one of the individual 
busses is less than the total bandwidth on all activated busses. 

27- A method comprising: 

providing a plurality of separate memory modules in which frames are being 

Stored; 

partitioning a frame into multiple parts; 

writing adjacent parts of the frame so partitioned in different ones of the plurality 
of separate memory modules; and 

simultaneously accessing, with a single arbiter, multiple ones of the plurality of 
separate memory modules in a single memory access window to read data therefrom 
wherein the total bandwidth of data output from the multiple memory modules matches 
the bandwidth of a FAT pipe port associated with a communication device. 
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33, A system comprising: 

N different memory elements, N > 1 , wherein at least two of said N different 
memory elements are each partitioned into multiple sectors and each of the at least two of 
said N different memory elements so partitioned is partitioned into at least one buffer 
spread across said multiple sectors; 

a plurality of memory controllers with each one of said plurality of memory 
controllers operatively coupled to each one of the N different memory elements; and 

a single arbiter operatively coupled to the plurality of memory controllers, said 
single arbiter being response to a write request signal to generate a write control signal 
that causes data to be written in one of the at least one buffer associated with one of the at 
least two of said N different memory elements. 

34- The system of claim 33 further including said single arbiter being responsive to a 
read request signal to generate a read control signal that causes data to be read from 
another of the at least one buffer associated with another of the at least two of said N 
different memory elements. 
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EVIDENCE APPENDIX 

This appendix contains Declaration under 37 CFR 1.132 filed by Appellants and 
admitted into evidence by Examiner. 

In addition, page 700-250 of the MPEP providing legal support for sufficiency of 
Appellants* Declaration under 37 CFR 1.132 is also included. 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 
In re application of. jPetaf I. a. Bftni, ct d. 

Serial Number 09/990,848 • Examiner: Brian It Peugh 

Rte* Novi 21, 2001 Art Unit 2187 

Fon System and Method of Maintaining High Bandwidth Requirement of a 

Data Pipe from Low Bandwidth Memories 

PRCURATTONTTNOER 37 CFR 1,131 

Now comes the undersigned and declare as follows: 

• } 1 . We are the eo-inventors on the above-identified patent application and we are 

submitting this Declaration in support of the prosecution of this patent application, 

2. We believe thai we p feter Irma August Barn, Jean Louis Calvignoo, Kent Harold 
Haselhorat, Marco C Heddes, Joseph Franklin Logan, Fabjice Jean Vetptanken and Miroslav 
Vrani are the co^inventora of tha pubject matter claimed in ebove-identifkd patent application 
and that we did conceive or invent the subject matter claimed in the above-identified patent 
application. 

n 
■I 

; j 3. To the extent that any subject matter claimed in the above-identified patent application 

i-h was included in United.States Patent fi.460,120 filed by Brian Mitchell Bass, Jean Louis 

| CtdviEtu*, Marco C. Heddea, Piyush Chumlal Patel Juan Ouflleimo, Michael Steven Siegel and 

Fobrice Jean Veiplanken, we bejieva that such inclusion * as based on details of the present 
invention disclosed by us, the inventon of the above-identified patent application. Thus, the part 
, I of the Bass et al. patent! which includes material claimed in the above-identified patent 

application should be attributed to us. 



I I! 

: i 



•a 



• ! 
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4. The inventor listed In paragraph 2 above and the Inventors of the Bass et aL patent 
listed m paragraph 3 above include three of the same inventors. Further, five of the inventors 
listed in paragraphs 2 a*id i above were employed by International Business Machines 
Corporation (IBM) at the time the present invention was conceived. All of those inventors 
frequently exchanged information within IBM, including ideas about the design of the overall 
system which bchwted the invention of ft© above-identified patent application, as well as other 
inventions, including theiuvention claimed in the Bass ct aL patent mentioned above. 

5. We hereby declare that all statements made herein of our own knowledge are true and 
that all statements made on infctmation and belief are believed to be true; and further that these 
statements were mdde with the knowledge that willfijl false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 ofTitlo 18 of too United States 
Code and that will fill filse statements may jeopardize the validity of the application or any 
patent issued thereon, 

Further aatth declafiutfs naught. 



Peter lima August Bam 



Jean Louis Galvignac 



Kent Harold Haselborst 
Marib'c: Heddes 



Date: 2004 



Date: 2004 



Date: 2004 



a&b CMtJSa* d*^ 4/13 / 

Heddcs / / 



Joseph Franklin Logan 



Date: 2004 



5 — r-: Date: 2004 

i Fabnce Jean Verplanken 



! I , ' „ . Date: 2004 

t Mir os lav Vrana 



ij »aUHo.»Hm« t,tc2,!2 KA1920000H2US2 



i 

i * 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 
In re application o£ Peter I. A. Barri, et al. 

Serial N^bon 09/990,940. fi^^ BrianR , P<nigh 

Filed: Nov* 21.3001 Art Unit 2187 

tot sysfcto aij^ Mettod of Maintaining High Bandwidth Requirement of a 

Pata Bipe from Low Bandwidth Memories 

DECLA KATTQN TJNTOK 3 7 CPU 11*? 

Nolv comes the mderstgaeo' aid declare as follows; 

1. We arethecoriaventoisi on dre above-identified patent application and: we arc 
subMtffng.tnte Declare*^, in support pf the prosecution of thfe.patent application. 

2. We believe that^e, Peter Inrrn August Barri, Jean Louis Calvignac, Kent Harold 
Haselhontf, Marco C. Weddes, Joseph Franklin IxJgan.PabriwJ^nVerplai&ena^Miroslav 
Yrani aretbe coventors of tneisubjeetmatter claimed in above-identified ^tentapplie^on 
^dfoatwedidcoft^ 

application, 

3; TO the extent that any subject matter chimed in the above-identified patent application 
Was included m United StetesPateut 6,4$0,120 filed by Brian MitcheU Bass. Jean Louis 
Calvignac, Marco C. Hedde*, Piyush Cbumlal Patd, j„ar> Gmlleritto, Michael Steven Siegel and 
Fabric. Jean V* rpianken, we believe that such inelusidq w based on details of the present 
invention disclosed by us, the inventors of the abo ve-identified patent applieatipn. Thu s, the part 
of the Bass et al. patent which includes material claimed i H the above-identified patent 
application should be attributed to us. 
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4. The inventors.listed in pa^, 2 abo ve and the tnventois of the Bass et ai. patent 
listed inparagraph 3 above include three of the same inventors. Further, five of the motors 
listed in paragraphs 2 and 3 above we* employed, by Intematol Business Machine 
Corporation (IBM) at the time thepresent invention was conceived. All of those invars 
fi^uendy cXchangedSofomiatiop within JBH iticludm^deas about the design of the overaU 
system wfiich Eluded the invention of the above-identified patent application, as well as other 
mnmm. including the invention claimed in Ate Bass et al. patent mentioned above. 

5. Wc hereby deelaretbat alistatemen* made herein of our own knowledge are true and 
that all statements made on information and belief ale believed to be true; and further that these 
statements we* made with the fcpwled* that willfulfajse statements and the like so made are 
punishablehy tooOrimprisonrn^ or both, under Section 1001 ofTitle 18 ofmc United States 
Code and mat willful false statement*. may jeopardise the Validity of the application or any 
patent issucdthercoD. 

Purthtrs^ith dpclanwts naught 

J^j£ ^/^O' A 1^^- Dafc/**** 27 ' 2004 
P<3cr Irtfaa August Barn • * V — w 




Jean Louis Calvignao 



Kmi Harpld Hasclhorst 



Marco C. Heddes 



Date?: 2p04 

Date; 2004 
Pate: 2064 



Joseph Franklin Logan 



Fabrice Jean Verfjlanken 



Date: 2004 

_ Date: _____ 2004 
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RECEIVED 
CENTRAL FAX CENTER 

JAN 2 3 2006 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 
In re application of: Peter I. A. Barri, et al. 

Serial Number 09/990,840 Examiner; Brian R-Peugh 

Filed: Nov. 21, 2001 Art Unit: 2187 

For System and Method of Maintaining High Bandwidth Requirement of a 

Data Pipe from Low Bandwidth Memories 

DECLARATION UNDER 37 CFR 1.132 

Now comes the undersigned and declare as follows: 

1 . We are the co-inventors on the above-identified patent application and we are 
submitting this Declaration in support of the prosecution of this patent application. 

2* We believe that we, Peter Intra August Barri, Jean Louis Calvignac, Kent Harold 
Haselhorst, Marco C Heddes, Joseph Franklin Logan, Fabrice Jean Verplanken and Miroslav 
Vrani are the co-inventors of die subject matter claimed in above-identified patent application 
and that we did conceive or invent the subject matter claimed in the above-identified patent 
application. 

3. To the extent that any subject matter claimed in the above-identified patent application 
was included in United States Patent 6,460, 1 20 filed by Brian Mitchell Bass, Jean Louis 
Calvignac, Marco C Heddes, Piyush Chunilal Patel, Juan Guillermo, Michael Steven Siegel and 
Fabrice Jean Verplanken, we believe mat such inclusion was based on details of the present 
invention disclosed by us, the inventors of the above-identified patent application. Thus, the part 
of the Bass et al patent which includes material claimed in the above-identified patent 
application should be attributed to us. 

Serial No. 09/990,849 Page 1 of 2 RAL9200001 12US2 
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4, The inventors listed in paragraph 2 above and the inventors of the Bass et al, patent 
listed in paragraph 3 above include three of the same inventors. Further, five of the inventors 
listed in paragraphs 2 and 3 above were employed by International Business Machines 
Corporation (IBM) at the time the present invention was conceived All of those inventors 
frequently exchanged information within IBM, including ideas about the design of the overall 
system which included the invention of the above-identified patent application, as well as other 
inventions, including the invention claimed in the Bass et aL patent mentioned above. 

5. We hereby declare that all statements made herein of our own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 

Further saith declarants naught 

Date: 2004 



Peter Irma August Baxri 



Date: 2004 



Jean Louis Calvignac 




Kent Harold Haseihorst 



Marco C. Heddes 



Joseph Franklin Logan 



Fabrics Jean Veiplanken 



Date: rV7 2004 



Date: 2004 



Date: 2004 



Date: 2004 



Date: 2004 



Miroslav Vrana 

Serial No. 09/990,849 Page 2 of 2 RAL9200001 12US2 
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RECEIVED 
CENTRAL FAX CENTER 

JAM 2 3 2006 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

In re application oft Peter L A. Barri, et al. 

Serial Number: 09/990,840 Examiner Brian R. Peugh 

p fed: Nov-21.2Q01 Art Unit 2187 

F <* : System and Method of Maintaining High Bandwidth Requirement of a 

Data Pipe from Low Bandwidth Memories 

DECLARATION UNDER 37 CFR i /m 

Now comes the undersigned and declare as follows: 

1 - We are the co-mventors on the above-identified patent application and we are 
submitting this Declaration in support of the prosecution of this patent application. 

2. We believe that we, Peter Inna August Barri, Jean Louis Calvignac, Kern Harold 
Haselhorst, Marco C Heddes, Joseph Franklin Logan, Fabrics Jean Verplanken and Miroslav 
Vrani are the co-inventors of the subject matter claimed in above-identified patent application 
and that we did conceive or invent the subject matter claimed in the above-ideotifSed patent 
application, 

<. " • 

3. To the extent that any subject matter claimed in the above-identified patent application 
was included in United States Patent 6,460,120 filed by Brian Mitchell Bass. Jean Louis 
CaJvignae, Marco C. Heddes; Piynsh Chunilal Patel, Juan Guillerroo, Michael Steven Siegel and 
Fabrice Jean Verplanken, we believe that such inclusion was based on details of the present 
invention disclosed by US, the inventors of the above-identified patent application. Thus, die part 
of the Bass et at. patent which includes material claimed in the above-identified patent 
application should be attributed to us. 

Serial No. 09/990,849 Page 1 of 2 RAL9200001 12US2 
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4. The inventors listed in paragraph 2 above and the inventors of the Bass et al. patent 
listed in paragraph 3 above include three of the same inventors. Further, five of the inventors 
listed in paragraphs 2 and 3 above were employed by International Business Machines 
Corporation (IBM) at the time the present invention was conceived. All of those inventors 
frequently exchanged information within IBM, including ideas about the design of the overall 
system which Included the invention of the above-identified patent application, as well as other 
inventions, including the invention claimed in the Bass et al. patent mentioned above. 

5. We hereby declare that all statements made herein of our own knowledge are true and 
that all statements made on information and belief arc believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 7 001 of Title 1 8 of the United States 
Code and that willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 

Further saith declarants naught 



Peter Irma August Barri 



Jean Louis Calvjgnac 



Kent Harold Haselhorst 



Marco C. Heddes 



Joseph Franklin Logan 
Fabrice 



'vDaie: 2004 



Date; 2004 

Date; 2004 

Date: 2004 



>JDate: 2004 



tx*)tnrtfP Osk^ [fiAfi&n^fM Date: ff/<?/ 2004 
abrice Jean VefiWanken / 



Date: , 2004 



Miroslav Vrana 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Peter L A. Barn, et al. 

09/990,840 Examiner: Brian R, Peugh 

Nov. 21, 2001 Art Unit: 2187 

System and Method of Maintaining High Bandwidth Requirement of a 
Data Pipe from Low Bandwidth Memories 

DECLARATION UNDER 37 CFR 1,132 

Now comes the undersigned and declare as follows: 

1. We are the co-inventors on the above-identified patent application and we are 
submitting this Declaration in support of the prosecution of this patent application* 

2. We believe that we, Peter Inna August Barri, Jean Louis Calvignac, Kent Harold 
Haselhoist, Marco C. Heddes, Joseph Franklin Logan, Fabrice Jean Verplanken and Miroslav 
Vrani are the co-inventors of the subject matter claimed in above-identified patent application 
and that we did conceive or invent the subject matter claimed in the above-identified patent 
application, 

3. To the extent that any subject matter claimed in the above-identified patent application 
was included in United States Patent 6,460,120 filed by Brian Mitchell Bass, Jean Louis 
Calvignac, Marco C. Heddes, Piyush Chunilal Patel, Juan Guillermo, Michael Steven Siegel and 
Fabrice Jean Verplanken, we believe that such inclusion was based on details of the present 
invention disclosed by us, the inventors of the above-identified patent application. Thus, the part 
of the Bass etaL patent which includes material claimed in the above-identified patent 
application should be attributed to us. 

Serial No. 09/990,849 Page 1 of 2 RAL9200001 12US2 
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4. The inventors listed in paragraph 2 above and the inventors of the Bass et aL patent 
listed in paragraph 3 above include three of the same inventors. Further, five of the inventors 
listed in paragraphs 2 and 3 above were employed by International Business Machines 
Corporation (IBM) at the time the present invention was conceived, AH of those inventors 
frequently exchanged information within IBM, including ideas about the design of the overall 
system which included the invention of the above-identified patent application, as well as other 
inventions, including the invention claimed in the Bass et aK patent mentioned above. 

5. We hereby declare that all statements made herein of our own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 

Further saith declarants naught 



Date: 2004 



Peter Irma August Barn 

■ Date: 2004 

Jean Louis Calvignae 

Date: 2004 

Kent Harold Haselhorst 

_____ _ , Date: 2004 

Marco C. Heddes 



7? - k Date: 2004 

Joseph Franklin Logan » 

_ Date: 2004 

Fabrice Jean Verplanken 

. Date: 2004 

Miroslav Vrana 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 
In rc application of: Peter I. A. Barri, et al. 

Serial Number 09/990,840 Examiner. Brian fcPeugh 

Nov. 21, 2001 Art Unit 2187 

For: System and Method of Maintaining High Bandwidth Requirement of a 

Data Pipe from Low Bandwidth Memories 

DECLARATION UNDER 37 CFR 1.132 

Now comes the undersigned and declare as follows: 

1 . We are the eo-invcntois on the above-identified patent application and we are 
submitting this Declaration in support of the prosecution of this patent application. 

2. We believe that we, Peter Inna August Bani jean Louis CaMgnac, Kent Harold 
Haselhorst, Marco C Heddes, Joseph Frankhn Logan, Fabrice Jean Vcrplanken and Miroslav 
Vrani are the co-inventors of the subject matter claimed in above-identified patent application 
and that wc did conceive or invent the subject matter claimed in the above-identified patent 
application. 



3. To the extent that any subject matter claimed in tho above-identified patent application 
was included in United States Patent 6,460,1 20 filed by Brian Mitchell Bass, Jean Louis 
Catvignac, Marco C. Heddes, Piyusb Chunilal Pate!, Juan Guillenno, Michael Steven Siegel and 
Fabrice Jean Verplanken, we believe that such inclusion was based on details of the present 
invention disclosed by us, the inventors of the above-identified patent application. Thus, the part 
of the Bass et aL patent which includes material claimed in the above-identified patent 
application should be attributed to us. 



Serial No. 09/990,849 Page 1 of 2 
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4. The inventors listed in paragraph 2 above and the inventors of the Bass et al. patent 
listed in paragraph 3 above include three of the same inventors. Further, five of the inventors 
listed in paragraphs 2 and 3 above were employed by International Business Machines 
Corporation (IBM) at the tune the present invention was conceived All of those inventors 
frequently exchanged information withh, IBM, including ideas about the design of the overall 
system which included the invention of the above-identified patent application, as well a* other 
inventions, including the invention claimed in the-Bass et al. patent mentioned above. 

5. We hereby declare that all statements made herein of our own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made arc 
punishable by fine or imprisonment, or both, under Section 1001 of Title 1 8 of the United States 
Code and that willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Further saith declarants naught 



Peter Irma August Bairi 



Date: 2004 




Louis Calvignac 



Kent Harold Haselhorst 



Marco C. Heddes 



Joseph Franklin Logan 



Fabricc Jean Verplanken 



Miroslav Vraaa 



~ D*** _ 20O4 

- Date: , 2004 

. . Date; 2004 

Date; 2004 



Date: _ 2004 
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716*10 



MANUAL OF PATENT EXAMINING PROCEDURE 



ceived or invented the subject matter disclosed in the 
patent or published application. Disclaimer by the 
other patentee or other applicant of the published 
application should not be required but, if submitted, 
may be accepted by the examiner. 

Where there is a published article identifying the 
authorship (MPEP § 715.01(c)). or a patent or. an 
application publication identifying the myentorship 
(MPEP §. 715,01(a)) that discloses subject matter 
being claimed in an application undergoing examina^ 
tion, the. designation of ; authorship.. or inventorship 
does not raise a presumption of inventorship with 
respect to the subject matter disclosed in the article or 
with respect to the subject matter disclosed but not 
claimed in the patent or published application .so as to 
justify a rejection under 35 U-S.C. 102(f). 

However, it is incumbent upon the inventors named 
in the application, in response to an inquiry regarding 
the appropriate inventorship under 35 U.$>C. 102(f) 
or to rebut a rejection under 35 U.S.C 102(a) or (e), 
to provide, a satisfactory showing by way of : affidavit 
under 37 CFR4.132 that the inyentpi^smp of the applir 
cation is corrcctin that the.rcference discloses subject 
matter, derived from the applicant rather than invented 
by the author, patentee, or: applicant of the published 
application notwithstanding the authorship of the arti- 
cle or the inventorship of the patent or published 
application. In re Katz, 687 F.2d 450, 455 v 215 USPQ 
14, 18 (CCPA 1982) (inquiry is appropriate to tlarify 
any <ambi£uhy created by an article regarding' inveh^ 
torship and it is then incumbent upon the appUcaht to 
provide "a satisfactory showing that would lead;to a 
reasonable conclusion that [applicant] is the ... inven- 
tor of the subject matter, disclosed jn the. article and 
claimed in the application). 
v/Ah uncontradicted "unequivocal statement" from 
the appucant regard^ ^ 
an article, . patent, or : published applica^ipn Will b? 
accented as 'esUblishing inventorahip. Inxe, peBau*, 
^^d45^4^214;U 933, mXCQZA 
However, a statement by me . applicants, regarding 
their inventorship, in view pf an article, patent^ or pubr 
lished application, may not be sufficient where there is 
* evidence to the.contarary. Ex parte Kroger* 21* VS?Q 
370 (Bd. App. 1982) (a rejection under 35 U.S-C;, 



102(f) was affirmed notwithstanding declarations by 
the alleged actual inventors as to their inventorship in 
view of a nonapplicant author submitting a letter 
declaring the author's inventorship); In re Carreira, 
532 E2d 1356,- 189 USPQ 461 (CCPA 1976) (dis- 
claiming declarations from patentees: were directed at 
the generic invention aud not at the claimed species, 
hence no need to consider derivation of the subject 
matter); 

• ' A successful .3.7 CFR 1 , 1 32 affiq>yit or declaration 
establishing derivation I by the author, patentee, or 
applicant of the published application of a first refer- 
ence does not enable an applicant to- step into the 
shoes of that author, patentee,- or applicant of the pub- 
lished, application in- regard to 'its date 6f publication 
so as to defeat a later second reference, Jn re Costetlo, 
717 F.2d 1346, 1350, 219 USPQ 389, 392 (Fed. Cir. 
1983). 

EXAMPLES 

The foUoWmg'ekanmles demonstrate 1 the applies 
lion of ah arirmtmorl affidavit or decliratioh. 

Example 1 

During the search the examiner finds a reference 
fully describing the claimed invention. The appli- 
cant is the autho'r dr patentee and it was published 
' or patented' less [ thari one year prior tothe filing 
date of tne 'api>lic^tionV Th6 reference cannot be 
used against applicant since it does Sot satisfy the 
1-year time requirement of 35 U^SX: 102(b). 

■ Example 2 v 

£;imc facts as above, but the authpr.or. patentee is 
V' an.enlity different from .applicant. Since, the enti- 

ties.are different,>the reference is prior art under 35 
: U/S ^,1 02(a) or (e). 

In. the situation described in Example^, an affidavit 
unidpr 3/7 CFR 1.132 may be submitted tq show tfcat 
the relevant portions of the reference, originated with 
or were obtained from applicant. Thus the affidavit 
attempts .to /convert the feet, situation from that 
described. in Example 2 to the situation described in 
Example I; : 
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